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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-9, drawn to a composition, classified in class 524, subclass 589. 

II. Claims 10-13, drawn to a cured layer on a substrate, classified in class 428, 
subclass 446. 

2. The inventions are distinct, each from the other because: 

Inventions I and II are related as mutually exclusive species in an intermediate-final 
product relationship. Distinctness is proven for claims in this relationship if the intermediate 
product is useful to make other than the final product (MPEP § 806.04(b), 3rd paragraph), and 
the species are patentably distinct (MPEP § 806.04(h)). In the instant case, the intermediate 
product is deemed to be useful as an intermediate layer in a laminate and the inventions are 
deemed patentably distinct since there is nothing on this record to show them to be obvious 
variants. Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions anticipated by the prior art, the evidence or admission may 
be used in a rejection under 35 U.S.C. 103(a) of the other invention! It is noted that while claim 
10 is drawn to a method, claim 10 has been combined with the article claims (claims 11-13) 
given that no significant method steps are presented. 
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3. Because these inventions are distinct for the reasons given above and the search required 
for Group I is not required for Group II, restriction for examination purposes as indicated is 
proper. 

4. Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 
U43). 

5. During a telephone conversation with Steven Benjamin on 6/22/2005 a provisional 
election was made WITH traverse to prosecute the invention of Invention I, claims 1-9. 
Affirmation of this election must be made by applicant in replying to this Office action. Claims 
10-13 are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being 
drawn to a non-elected invention. 

6. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.17(i). 

Claim Objections 

7. Claim 1 is objected to because of a minor informality. In part (d), the term u by weight" 
should be inserted after "15-90%" to be consistent with the other parts (a)-(c). 

Appropriate correction is required. 
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Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

8. Claims 1-9 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

With respect to claim 1, in part (b), the term "low molecular weight" is rendered 
indefinite since "low" is a relative term which renders the claim indefinite since the term "low" is 
not defined by the claim. 

With respect to claims 1 and 7, it is not clear if the parenthetical expression, "(urea, 
urethane and/or hydroxy)", with respect to the functional groups is a limitation. If the expression 
is only exemplary language, the specific functional groups are not given patentable weight. See 
MPEP 2173.05(d). If at least one of the recited functional groups is mandatorily present, 
revision of the claim language is necessary, e.g., "at least one additional functional group 
selected from the group consisting of urea, urethane, and hydroxy". 

With respect to claim 4, given that claim 1 recites that the silane functional oligomer 
contains a functional group such urea or urethane, it is unclear if the urethane and urea recited in 
claim 4 is in fact further limiting the functional group of the silane functional oligomer or if the 
silane functional oligomer (in addition to a urea or urethane functional group) contains a 
urethane or urea linkage in the backbone. 

With respect to claims 2, 3, 5, 6, 8, and 9, they are rejected for being dependent on a 
rejected claim. 
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Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.G 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

9. Claims 1, 2, 4, 6, 7, and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hazan et al (US 5,250,605, cited on EDS filed 3/1/2004). 

Hazan et al discloses a coating composition having 50-75 wt % binder solids (col. 3, lines 
45-46) comprising a liquid organic carrier (col. 2, lines 28-29); conductive pigment such as 
carbon black (col. 15, lines 44-55); and a binder, wherein the binder contains 20-90 wt % silane- 
containing polymer with hydroxy and urethane functional groups (col. 5, lines 26-51) having a 
M w of about 1,000-30,000 (col. 3, lines 57-58) 20-90 wt % polymeric polyol (col. 5, lines 61- 
68), 5-50 wt % crosslinking agent such as melamine formaldehyde resin (col. 13, lines 30-58), 
10-90 wt % dispersed polymer (col. 10, lines 13-48), and 1-15 wt % silsesquioxane (col. 13, line 
60 to col. 14, line 45). Any unreacted silane monomer would inherently behave as a silane 
coupling agent, there being no significant distinction between a silane monomer and a silane 
coupling agent in terms of chemical structure. 

In light of the above, it is clear that Hazan et al anticipates the presently cited claims. 

10. Claims 1, 4-7, and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Uhlianuk et al (WO 00/55229, cited on IDS filed 3/1/2004). 
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Uhlianuk et al discloses a high solids (page 2, lines 35-38) clear coating composition 
comprising an organic solvent (page 9, lines 11-19) and solids component containing 10-40 wt % 
melamine component such as Cymel 1 158 and 1 168 (page 5, lines 8-37; page 17, line 1) which 
are melamine-formaldehyde resins as exemplified on page 12, lines 19 and 21 of the present 
specification, 5-45 wt % of silane polymer having a M w of 100-30,000 (page 6, lines 33-37; page 
8, line 28 to page 9, line 3) such as a silane-functional polyurethane polymer derived from a 
propylene carbonate (i.e., cyclic carbonate) and a polyisocyanate (page 16, lines 1-23); and 0.1- 
40 wt % non-aqueous dispersion-type resin with OH-functional groups (page 10, line 31 to page 
11, line 38). Any unreacted silane monomer would inherently behave as a silane coupling agent, 
there being no significant distinction between a silane monomer and a silane coupling agent in 
terms of chemical structure. 

In light of the above, it is clear that Uhlianuk et al anticipates the presently cited claims. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

11. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hazan et al (US 
5,250,605) in view of Gouda et al (US 5,374,682). 

The discussion with respect to Hazan et al in paragraph 9 above is incorporated here by 
reference. 
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While Hazan et al discloses the use of pigments such as carbon black and the like (col. 
15, lines 44-55), it fails to expressly disclose the use of a mixture of carbon black and graphite. 

Gouda et al discloses thermosetting composition utilized in automotive coatings and 
teaches that conventional pigments include carbon blacks and graphite (col. 14, lines 26-32). 

Given that Hazan et a is open to the use of other pigments and given that mixing of 
pigment is well known in the art, it would have been obvious to one of ordinary skill in the art to 
utilize another conventional pigment such as graphite with the carbon black of Hazan et al and 
thereby arrive at the presently cited claim. 

12. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hazan et al (US 
5,250,605) in view of Ito et al (US 5,061,749). 

The discussion with respect to Hazan et al in paragraph 9 above is incorporated here by 
reference. 

While Hazan et al discloses the use of a water scavenger such as methyl orthoformate, 
triethyl orthoformate, and the like (col. 15, lines 19-21), it fails to expressly disclose the use of 
an orthoacetate ester water scavenger like presently claimed. 

Ito et al discloses a one-pack procurable composition and teaches that conventional 
moisture adsorbers include trialkyl orthoformates and trialkyl orthoacetates (col. 4, lines 10-16). 

Given that Hazan et al is open to the use of any suitable water scavenger, it would have 
been obvious to one of ordinary skill in the art to utilize another conventional water scavenger 
such as the orthoacetates taught by Ito et al and thereby arrive at the presently cited claim. 
Moreover, given that Ito et al teaches the functional equivalency of orthoformates and 
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orthoacetates as water scavengers, it would have been obvious to substitute Ito et al's 
orthoacetates with the orthoformates taught by Hazan et al and thereby also arrive at the 
presently cited claims. Case law holds that the mere substitution of an equivalent (something 
equal in value or meaning, as taught by analogous prior art) is not an act of invention; where 
equivalency is known to the prior art, the substitution of one equivalent for another is not 
patentable. See In re Ruff 1 1 8 USPQ 343 (CCPA 1958). 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

13. Claims 1, 2, and 4-9 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1, 2, and 5-11 of copending 
Application No. 10/803,250. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because of the reasons given below. 

US Appl. '250 claims a composition comprising an organic liquid carrier; conductive 
pigment; orthoacetate ester water scavenger; and a binder comprising 10-90 wt % silane 
functional compound like presently claimed, 0-70 wt % low molecular weight polyol compound, 
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0-15 wt % silane coupling agent, 10-90 wt % melamine- formaldehyde crosslinking agent, and 0- 
10 wt % dispersed particles like presently claimed. All of the ranges of amounts are either 
identical to or substantially overlap the presently recited ranges. 

The difference between the two applications is a difference in the amount of silane 
functional oligomer, but given that the US Appl. '250 claims an amount that substantially 
overlaps the amount presently claimed, it would have been obvious to one of ordinary skill in the 
art to choose the amount of silane functional oligomer, including those presently claimed, and 
thereby arrive at the presently claimed invention from the copending one. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

14. Claims 1, 2, and 4-9 are directed to an invention not patentably distinct from claims 1, 2, 
and 5-1 1 of commonly assigned Application No. 10/803,250. Specifically, see the discussion set 
forth in paragraph 13 above. 

The U.S. Patent and Trademark Office normally will not institute an interference between 
applications or a patent and an application of common ownership (see MPEP § 2302). 
Commonly assigned Application No. 10/803,250, discussed above, would form the basis for a 
rejection of the noted claims under 35 U.S.C. 103(a) if the commonly assigned case qualifies as 
prior art under 35 U.S.C. 102(e), (f) or (g) and the conflicting inventions were not commonly 
owned at the time the invention in this application was made. In order for the examiner to 
resolve this issue, the assignee can, under 35 U.S.C. 103(c) and 37 CFR 1 .78(c), either show that 
the conflicting inventions were commonly owned at the time the invention in this application 
was made, or name the prior inventor of the conflicting subject matter. 
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A showing that the inventions were commonly owned at the time the invention in this 
application was made will preclude a rejection under 35 U.S.C. 103(a) based upon the commonly 
assigned case as a reference under 35 U.S.C. 102(f) or (g), or 35 U.S.C. 102(e) for applications 
filed on or after November 29, 1999. 



16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vickey Ronesi whose telephone number is (571) 272-2701 . The 
examiner can normally be reached on Monday - Friday, 8:30 a.m. - 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571) 272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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